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Warp Bakine Co. v. Feperat Trape ComMMIssIoN 
(264 Fed. Rep. 330) 
United States Circuit Court of Appeals, Second Circuit 


February 26, 1920 


FeperaLt Trape ComMiIssioN—J URISDICTION—INTERSTATE COMMERCE. 
Where a baking company transported its bread across a state 
line in its own wagons, the drivers selling to such retailers as wished 
to buy and also delivering to them certain additional bread gratis as a 
bonus, such method of selling did not constitute interstate commerce 
so as to bring the practices of the company under the supervision of 
the Federal Trade Commission. 


On petition to review an order of the Federal Trade Commis- 
sion. Order reversed. 


Eugene H. Hickok, for petitioner. 
Edward L. Smith (Claude R. Porter and W. T. Roberts, both 
of Washington, D. C., of counsel), for respondent. 


Before Warp, Roacers, and Manton, Circuit Judges. 


Warp, Circuit Judge: November 26, 1917, the Federal Trade 
Commission filed a complaint under section 5 of the act of September 
26, 1914 (Comp. St. § 8836e), entitled “An Act to create a Federal 
Trade Commission, to define its powers and duties and for other pur- 
poses,” against the Ward Baking Company on the ground that the 
company had at periods of several consecutive days in the year 1917 
given gratis to each purchaser of its bread in certain places a quan- 
tity of bread equal to the amount of the purchase with the intent 
of suppressing competition in the manufacture and sale of bread in 
interstate commerce and that a proceeding by the commission in 
respect thereof would be to the interest of the public. 

The company filed an answer, denying this charge, appeared, 
and offered testimony at the hearing. The commission made a re- 
port and findings, of which the material finding for the purposes of 
this opinion is: 

“Paragraph Three. That respondent, during the said month of May, 


in the year 1917, for a period of about four weeks, in the cities of New 
Bedford and Fall River, in the state of Massachusetts, and other towns 














420 TEN TRADE-MARK REPORTER 


and cities in said state, and also ii the towns of North Tiverton and Stone 
Bridge, in the state of Rhode Islan’, did give to all who purchased bread 
from it an amount of bread equal to the amount so purchased, with the in- 
tent and purpose of suppressing and stifling competition in the sale of 
bread in the towns and cities named in the state of Massachusetts and the 
State of Rhode Island, and that all bread so sold and given away in the 
State of Rhode Island, during said period when said free bread compaign 
was being so conducted, was manufactured at the city of Cambridge, in the 
state of Massachusetts, and shipped by the said respondent from the city 
of Cambridge to the city of Fall River, both in the state of Massachusetts, 
and from said city of Fall River was distributed by wagons, trucks, and 
other conveyances across the state line and into the state of Rhode Island, 
in the vicinity of North Tiverton and Stone Bridge, and there given away 
to purchasers of bread from said respondent in the manner and form 
aforesaid, and that said bread so given away and distributed in the state of 
Rhode Island was transported and sold in interstate commerce across the 
state lines dividing the state of Massachusetts and the state of Rhode 
Island, for the purpose and with the effect of stifling and suppressing com- 
petition in interstate commerce as aforesaid.” 


This method of competition the commission held to be unfair. 
September 2, 1919, the commission entered an amended order re- 
quiring respondent to desist from the practice: 

“Now, therefore, it is ordered that the respondent, Ward Baking Com- 
pany, its officers, directors, agents, servants, and employes, cease and desist 
from directly or indirectly initiating or carrying on, in the course of inter- 
state commerce, any so-called free-bread campaign, or any practice of 
supplying bread free of cost to retail dealers in quantities equal to those 
purchased from respondent by such dealers, or in any other quantities, 
where such practice is calculated to or does stifle or suppress competition 
in the manufacture and sales of bread.” 

It appeared from the testimony that the respondent transported 
the bread in question in its own wagons from Fall River, Mass., to 
Tiverton and Stone Bridge, R. I.; their wagons calling at the retail 
stores in those places, and their drivers then and there selling the 
respondent’s bread to such storekeepers as wanted to buy, and then 
and there delivering additional bread gratis to the purchaser. 

Doubtless bread sold in Massachusetts to be delivered to the 
purchaser in Rhode Island would be interstate commerce, but that is 
not this case. Moreover, the commission is not finding the act of 
transportation from Massachusetts to Rhode Island unfair, but the 
method of local sales made in Rhode Island. If the respondent had 
its own stores in Rhode Island, and carried to them from Massa- 
chusetts bread to be there sold, this method of selling could not be 
considered interstate commerce. 
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The question arose in respect of the right of the city of Coving- 
ton, a municipality of Kentucky, to impose a license tax upon the 
business of an Ohio corporation making sales in exactly this way in 
Kentucky. The Supreme Court held that such sales were subject 


to the tax, and not invalid as a regulation of interstate commerce. 


Wagner v. City of Covington, 251 U. S. 95, 40 Sup. Ct. 93, 64 L. 
Ed. — (December 8, 1919). Mr. Justice Pitney said (251 U. S. 
at pages 99 and 103, 40 Sup. Ct. at pages 93 and 95, 64 L. ed. —): 


“Plaintiffs were and are manufacturers of such drinks, having their 
factory and bottling works in the city of Cincinnati, in the state of Ohio, 
on the oposite side of the Ohio river from Covington. They have carried 
on and do carry on the business of selling in Covington soft drinks, the 
product of their manufacture, in the following manner: They have a list 
of retail dealers in Covington to whom they have been and are in the habit 
of making sales. Two or three times a week a wagon or other vehicle 
owned by plaintiffs is loaded at the factory in Cincinnati and sent across 
the river to Covington, and calls upon the retail dealers mentioned, many 
of whom have been for years on plaintiffs’ list and have purchased their 
goods under a general understanding that plaintiffs’ vehicle would call 
occasionally and furnish them with such soft drinks as they might need or 
desire to purchase from plaintiffs. When a customer’s place of business 
is reached by the vehicle, the driver goes into the sforeroom and either 
asks or looks to see what amount of drinks is needed or wanted. He then 
goes out to the vehicle and brings from it the necessary quantity, which 
he carries into the store and delivers to the customer. Upon his trips to 
Covington he always carries sufficient drinks to meet the probable demands 
of the customers, based on past experience; but, with the exception of 
occasional small amounts carried for delivery in response to particular 
orders previously received at plaintiffs’ place of business in Cincinnati, all 
sales in Covington are made from the vehicle by the driver in the manner 
mentioned. * * * 

“Of course the transportation of plaintiffs’ goods across the state line 
is of itself interstate commerce; but it is not this that is taxed by the city 
of Covington, nor is such commerce a part of the business that is taxed, or 
anything more than a preparation for it. So far as the itinerant vending 
is concerned, the goods might just as well have been manufactured within 
the state of Kentucky; to the extent that plaintiffs dispose of their goods 
in that kind of sales, they make them the subject of local commerce; and, 
this being so, they can claim no immunity from local regulation, whether the 
goods remain in original packages or not.” 


As interstate commerce is not involved, the order is reversed. 
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Dupont M. Newsro anp Eumer E. Gattocty, Co-PArtNErs, 
Doine Business As “Tue Herpicipe Company” v. Frank H. 
Maguire, Dotne Business as “THe AvoNDALE CoMPANY” 


District Court of the United States for the Eastern District of 
Michigan, Southern Division 


May 10, 1920 


1. Uwratr Competitrion—Imiratinc NAME AND APPEARANCE OF ARTICLE— 

“HERPICIDE” AND “HUvuRPELINE.” 

Where, after plaintiffs had established a reputation for their prep- 
aration called “Herpicide,” intended for the treatment of the hair and 
sold principally to barbers, the defendant began selling to barbers a 
similar preparation called “Hurpeline,” which imitated plaintiffs’ remedy 
in color and appearance, and which the barbers sold to customers when 


plaintiffs’ article was called for, the defendant was guilty of unfair 
competition. 


2. Un~ram Competition — Derense —“UNcLEAN Hanps” — PLaIntirrs’ 

MernHops Cuancep Berore Svtr. 

Where plaintiffs in a suit for unfair competition had formerly used 
extravagant statements in advertising their remedy, but had modified 
such statements before bringing suit, although still making claims which 
were not scientifically accurate, they should not be penalized by being 
placed at the mercy of unfair competitors. 


Suit to restrain infringement of trade-mark and unfair com- 
petition. To a report of the standing master in chancery of the 
court in favor of plaintiff, defendant excepts. Report confirmed. 


Munn, Anderson & Munn, of New York (T. Hart Anderson 
and Orson D. Munn, of New York, of counsel) for the 
plaintiffs. 

Herbert O’Brien, of Detroit, for defendant. 


Turtie, District Judge: This is a suit to restrain infringe- 
ment of trade-mark and unfair competition. The cause was re- 
ferred, on bill and answer, to the standing master in chancery of 
this court, who has found in favor of the plaintiff on all of the ques- 
tions of fact and of law involved, and the matter is now before the 
court on exceptions filed by defendant to the report of the master. 

Plaintiffs are, and for a considerable period prior to the filing 
of the bill had been, engaged in the manufacture and sale of a 
liquid preparation for the hair and scalp for which they have built 
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up an extensive trade. They have adopted as the name and trade- 
mark for such product the word ‘“Herpicide” and have spent many 
thousands of dollars in advertising such name. They also use as a 
trade-mark a picture showing three human heads exhibiting a suc- 
cessively diminishing supply of hair, below which picture appear the 
words, “Going, Going, Gone.” During the early history of the busi- 
ness, plaintiffs and their predecessors in title made somewhat ex- 
travagant claims to the general effect that dandruff was caused by a 
germ and that “Herpicide” destroyed such germ. The character of 
their advertising is now more conservative, but they still call their 
product “The Original Dandruff Germ Remedy.” 

Defendant has been manufacturing and selling, chiefly to bar- 
bers, a liquid preparation called by him “Hurpeline,’ which closely 
imitates the color and appearance of “Herpicide” and which the 
evidence conclusively shows has been supplied to the barber trade 
with the deliberate intention, and for the purpose, of causing such 
barbers to supply it to their customers as “Herpicide,” in response 
to requests for the latter. Without referring in detail to the evi- 
dence, it is sufficient to state that an examination thereof leads to 
the irresistible conclusion that defendant has wilfully imitated plain- 
tiffs’ product for the fraudulent purpose of causing his imitation to 
be passed off to the public as the product of plaintiffs, both in Michi- 
gan and in interstate commerce, and that it has been so passed off. 

It is urged by defendant that plaintiffs have not come into court 
with clean hands, for the reason that they have falsely and fraudu- 
lently advertised their preparation as a destroyer of the dandruff 
germ, whereas defendant insists that there is no such germ and that 
if there were ‘“Herpicide’’ would not destroy it. Aside from the 
question whether certain former claims and advertisements of plain- 
tiffs in this connection would have deprived them of the protection 
of a court of equity during the period when such advertisements 
were being published, I am satisfied that at least at the time of the 
filing of this bill, and at the present time, the conduct of the plain- 
tiffs in this respect has not been such as to bar them from the 
right to relief in this court from the unfair acts of defendant. In 
so holding, however, I do not wish to be understood as acquiescing 
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in or approving any of the claims of the plaintiffs that there is a 
dandruff germ or that “Herpicide” is the “original dandruff germ 
remedy,” or is a dandruff germ remedy at all. It seems to me that 
these claims are based upon conjecture and confidence, if not hope, 
rather than upon scientific or other exact knowledge. It is, of 
course, possible that there is such a germ, but the evidence does not 
show that it has ever been isolated or that its existence has been 
proved by science. Nor am I satisfied by the evidence that plain- 
tiffs are scientifically justified in advertising their product as a 
germicidal or medicinal remedy or agent for the destruction of such 
a germ, if there be one, or for the cure of a condition caused thereby 
if it be so caused. I understand that plaintiffs do not now claim 
(as I am convinced they could not fairly claim) that “Herpicide” 
will cure baldness or actually restore the growth of hair after the 
loss thereof. In view, however, of the facts that plaintiffs have 
abandoned their improper advertising of former years, I am of the 
opinion that they should not now be penalized therefor by being 
placed at the mercy of unfair competitors such as the defendant. 
In that respect, I think that they have washed their hands before 
coming into this court and should be permitted to enter and obtain 
the protection which they need and to which they are entitled. In 
regard to their present claims, while, as I have indicated, I am not 
convinced by the evidence that they are scientifically accurate, yet 
in view of the latitude allowed by law in the direction of “trade 
talk,” in good faith, and the absence of any evidence of actual fraud 
or intent to deceive the public, on the part of the plaintiffs, in this 
connection, at any time, I have reached the conclusion that defendant 
has not established its contention that plaintiffs have come into 
court with unclean hands and that such contention should be over- 
ruled. 

All of the questions of fact and of law raised or involved herein 
have been carefully considered. These not already referred to I 
deem it unnecessary to discuss, further than to express my approval 
of the findings and conclusions of the master in regard thereto. I 
adopt, as my own, all of the findings and conclusions of the master, 
except as the same may be modified by what I have already said, 
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and conclude that all of the exceptions to his report should be over- 


ruled and the report confirmed. A decree will be entered to that 
effect. 


Guapys Lortrus v. GREENWICH LiTHOGRAPHING CoMPANY AND 
James V. RitcHry 
(183 N. Y. Supp. 952) 


New York Supreme Court, Appellate Division, First Department 
July 9, 1920 
MEMORANDUM DECISION: 


The motion for a new trial is denied, with ten dollars costs. 
Order filed. (See 9 T. M. Rep. 362; 10 T. M. Rep. 362.) 


Wytieg, et AL. v. Wytice PERMANENT CaAmpPpiNG Co. 
(187 Pacific Rep. 279) 


Supreme Court of Montana 


January 14, 1920 


1. Goon-WiLtt—Sate or Corporate StTocKk. 

Where a stockholder sells his stock, the good-will of the business 
goes with it, leaving nothing tangible or of substance upon which to 
found another consideration touching any part of the same subject- 
matter. 

2. Goov-Wir1—NartureE OF. 

Good-will is not a thing apart, but an incident to and interest in the 
thing itself,—the business. 

3. Goov-Wi1t or CorPporaTtiIoN—INTEREST OF STOCKHOLDERS. 

A stockholder in a corporation has in the good-will of the corpora- 
tion no interest which he can sell. 


From a judgment of the District Court of Gallatin County in 
favor of the plaintiffs and a motion denying a new trial, defendant 
appeals. Judgment and order reserved, with directions to dismiss. 
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Day & Mapes, of Helena, for appellant. 
Geo. Y. Patten, of Bozeman, and Thos. McKee, of Los Angeles, 
Cal., for respondents. 


Cooper, J.: This action arises out of the following agreement: 


“The following agreement between W. W. Wylie and the Wylie Perma- 
nent Camping Company, successors to the Wylie Camping Company, wit- 
nesseth: That W. W. Wylie hereby agrees to transfer to the new company 
his entire good-will of the business as formerly conducted by him and 
promises not to go into the Yellowstone Park on business for himself here- 
after. He further agrees to assist the company as newly organized so long 
as the company’s business is conducted after the same or like manner as he 
conducted it, or while maintaining the Wylie spirit. In consideration for 
such services or any further service for the good of the company not herein 
mentioned, said Wylie is to receive ($1,500) fifteen hundred dollars per 
annum payable semi-annually from January 1, 1906, as long as mutually 
agreeable to the parties hereto signing. 

“Witness our signatures to the above agreement, made at Helena, 
Montana, this 28th day of December, 1905. 


“W. W. Wylie. 
“Wylie Permanent Camping Company, 
“By A. L. Smith, Secy.” 


The allegations of the complaint are: That William W. Wylie, 
from the year 1883 down to and including 1905, was engaged in con- 
ducting tourists’ parties through the Yellowstone National Park by 
virtue of a license issued to him, from time to time, by the Interior 
Department of the federal government; that in the year 1896 he 
caused to be organized a corporation named the Wylie Camping 
Company, sold to it all the equipment previously used by him in the 
conduct and maintenance of the business, and during all of the years 
from 1896 to and including the year 1905 “remained in actual and 
personal management of the business,’ as he had prior to its organ- 
ization; that later, in the summer of 1905, he sold and disposed of 
all of his shares of stock in that company to Harry W. Child, of 
Helena, and Arthur W. Miles, of Livingston; that thereafter a new 
corporation called the Wylie Permanent Camping Company was 
organized by Child and Miles, and all of its equipment was turned 
over to the new corporation; that defendant, in violation of its 
agreement, has failed and refused to pay plaintiff the installment 
of $750 due on July 1, 1908, and every other installment due there- 
after under its terms. The prayer is for judgment in the sum of 
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$12,000, with interest at eight per cent. per annum from the dates 
the several installments became due, and for costs. 

The answer consists of general denials and the affirmative al- 
legation that the agreement in so far as it purported to be a sale of 
the good-will of the business was without consideration and void. 
The new matter was denied by the replication, and upon the issues 
thus framed a trial was had with the aid of a jury and evidence ad- 
duced on behalf of plaintiffs. 

W. W. Wylie was sworn on behalf of plaintiffs; his testimony 
tending to prove his conduct of the tourist and transportation busi- 
ness in the Yellowstone National Park from 1883 down to the time 
of the sale of his contract with the Wylie Camping Company and all 
his shares of stock in that company. He testified that he, together 
with his wife, attended to correspondence received by him from the 
time of the making of the contract as late as 1916, and encouraged 
tourists to go with the new corporation. He further states that he 
was not called upon to perform any services for the defendant after 
August, 1907, by any of its officers. He testified also that there 
was nothing said at the time of the sale of his contract and his stock 
in the old company concerning the transfer of his good-will nor his 
license, or “anything of the kind.” He acknowledged receiving a 
letter of date August 29, 1907, from Mr. A. W. Miles, the president 
of the new company, in which it was stated that his services would 
no longer be needed, and inclosing check “for the months of July 
and August,” and that on September 1, 1907, he replied thereto 
stating, ‘““You will see by reading the contract for yearly salary that 
it was made for good-will of business,” and protesting that he could 
“not be cut off in this abrupt manner.” 

At the close of plaintiff's testimony a motion for a nonsuit was 
overruled. The defendant refused to offer any testimony, contend- 
ing that only questions of law were left for determination and that a 
verdict should be directed for either the plaintiffs or the defendant. 
In response to the court’s direction, a verdict in the sum of $16,480 
was returned by the jury, and judgment entered for that amount 
with interest. A motion for a new trial was overruled, and the case 
is here on appeal from the judgment and from the order denying 
defendant’s motion for a new trial. 
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It is asserted by appellant that the contract is in violation of 
sections 5057 and 5058 of the Revised Codes, and therefore void; 
that W. W. Wylie had no vendible interest to sell, and hence that 
the instrument sued on was void for lack of consideration; that, be- 
ing terminable at the will of either party, it was, by the letter of 
August 27, 1907, from the president of defendant corporation to 
W. W. Wylie, ended; that the action is barred by the statute of 
limitations ; .ad that the evidence is insufficient to sustain the judg- 
ment. 

In the determination of this appeal our decision will be made 
to rest upon the principle that where a stockholder sells his stock 
the good-will of the business goes with it, leaving nothing tangible 
or of substance upon which to found another consideration touching 
any part of the same subject-matter. If that be so, all the other 
questions of law and fact here presented are subordinate to, and 
controlled completely by, that issue. 

It may be conceded, as respondent insists, that the good-will of 
a business is the expectation of continued patronage (Rev. Codes, 
§ 4566); is property subject to ownership and capable of being 
transferred (section 4567); and that one who sells the good-will of 
a business may agree with the buyer to refrain from carrying on a 
similar business within a specified territory, so long as the buyer, 
or any person deriving title to the good-will from him, carries on a 
like business therein (section 5058) ; but still, the respondent having 
theretofore at the same time and in the same transaction sold “the 
contract” as well as his “shares of stock in the old corporation,” he 
separated himself from and parted with the good-will and delivered 
himself of all he had to transfer. Good-will is not a thing apart, 
but an incident to and inherent in the thing itself—the business. 
That Mr. Wylie had but one thought concerning the disposal of the 
good-will is cleared of doubt by the statement in his letter of Sep- 
tember Ist, wherein he states, “You will see by reading the contract 
for yearly salary that it was made for good-will of business ;” and 
his oral testimony upon the trial, giving expression to the same 
thought in the following language: 


t 
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“I asked Mr. Child what he expected of me in the nature of duties. He 

said repeatedly, ‘I expect no services from you; I do not care if you don’t 
turn a hand over—if you and Mrs. Wylie would like to go up and ride around 
the Park once in a while, we would be glad to have you do it; but, other- 
wise, all that we want is your good-will and that you stay out of the busi- 
ness’; that is the object of this writing. At the close of the conversation I 
took my copy of the contract and left. * * * But my understanding 
all the time of the value they were getting was for me keeping out of the 
Park and for the good-will and use they were making of my name. * * 
Q. The services which you rendered in forwarding these letters to sais 
telling or suggesting to them how they should go or how to arrange parties 
and things of that kind—those services were comparatively insignificant? 
A. Not insignificant, but not what I bring this suit for. Q. You don’t 
mean to tell this jury that your services in forwarding letters and recom- 
mending people to visit Yellowstone Park by the Wylie way is worth $1,500 
a year, do you?, A. Hardly that.” 


This testimony plainly indicates that the sale of the good-will 
alone was regarded by him as the essential element of the contract 
sued on. 


“ *Good-will’ can only exist in connection with an existing and growing 
business, and, when applied to a corporation, is only an intangible asset, de- 
pendent on the corporate existence, and is appurtenant to the corporation 
as such, has no independent existence, and constitutes an element of value in 
connection with, but not apart from, the corporation and its business.” In 
re Stevens, 46 Misc. Rep. 623, 649, 95 N. Y. Supp. 297, 313. 


In Menendez v. Holt, 128 U. S. 521, 522, 9 Sup. Ct. 143, 32 
L. Ed. 526, Mr. Chief Justice tnsced speaking of the definition of 
“good-will,” has this to say: 


“Good-will was defined by Lord Eldon, in Cruttwell v. Lye, 17 Ves. 
335, 346, to be ‘nothing more than the probability that the old customers 
will resort to the old place’; but Vice Chancellor Wood, in Churton v. Doug- 
las, Johnson, V. C. 174, 188, says it would be taking too narrow a view of 
what is there laid down by Lord Eldon to confine it to that, but that it 
must mean every positive advantage that has been acquired by the old firm 
in the progress of its business, whether connected with the premises in 
which the business was previously carried on, or with the name of the late 
firm, or with any other matter carrying with it the benefit of the business. 
It may be that where a firm is dissolved and ceases to exist under the old 
name, each of the former partners would be allowed to obtain ‘his share’ 
in the good-will, so far as that might consist in the use of trade-marks, by 
continuing such use in the absence of stipulation to the contrary; but when 
a partner retires from a firm, assenting to or acquiescing in the retention 
by the other partners of possession of the old place of business and the 
future conduct of the business by them under the old name, the good-will 
remains with the latter as of course.’ 
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In the later case of Metropolitan Bank v. St. Louis Despatch 
Co., 149 U. S. 446, 13 Sup. Ct. 948, 37 L. Ed. 799, Chief Justice 
Fuller further says upon the same subject: 


“It is tangible only as an incident, as connected with a going concern or 
business having locality or name, and is not susceptible of being disposed 
of independently.” 


Mr. Lindley in his work on Partnership, vol. 2, p. 439, says: 


“It is plain that good-will has no meaning except in connection with 
a continuing business.” 


See, also, Story on Partnership, par. 99; Parsons on Partner- 
ship (4th Ed.) § 181. 

The Court of Appeals of the District of Columbia, in Mayer v. 
Virginia, etc., Co., 35 App. D. C. 426, in speaking on this same sub- 
ject, states that— 


“Good-will, like a trade-mark, is but an incident to, and can have no 
existence apart from, the business in which it had its origin. * * * In 
this case the Southern Fertilizing Company wound up its affairs and 
abandoned its business. Necessarily, its good-will became extinct. There 
was nothing tangible to which it might attach. What is included under the 
term ‘good-will’ ‘varies almost in every case, but it is a matter distinctly 
appreciable, which may be preserved (at least, to some extent) if the busi- 
ness be sold as a going concern, but which is wholly lost if the concern is 
wound up, its liabilities discharged, and its assets got in and distributed.’ 
Wedderburn v. Wedderburn, 22 Beavy. 84.” 


The law, as laid down in 12 R. C. par. 9, p. 85, is that— 


“Where a contract for the sale and transfer of a business omits to men- 
tion the good-will, the presumption is that it was the intention of the 
parties that the good-will should pass with the other assets. This neces- 
sarily results from the fact that the good-will cannot exist except in con- 
nection with the business.” 


See, also, 20 Cyc. 1275-1282, title “Good-Will’; Am. & Eng. 
Ency. of Law, title “Good-Will,” 1085-1092. 

It seems, too, to be the law that a stockholder in a corporation 
has no interest in the good-will of the corporation which he can sell. 
12 R. C. L. p. 983. This seems to be the holding of the Supreme 
Court of California, in Merchants Ad-sign Co. v. Sterling, 124 Cal. 
429, 57 Pac. 468, 46 L. R. A. 142, 71 Am. St. Rep. 94; Dodge Sta- 
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tionery Co. v. Dodge, 145 Cal. 380, 78 Pac. 879, construing Code 
sections of that state identical with our sections 5057 and 5058, Re- 
vised Codes. 

For these reasons the conclusion must be that whatever of good- 
will W. W. Wylie possessed was incidental to the corporate business 
and accompanied the transfer to Messrs. Child and Miles of his con- 
tract with, and his stock in, the Wylie Camping Company. Upon 
this ground alone the action loses its foundation and must fail. 

Counsel, however, insists that, having accepted the services of 
Mr. Wylie, appellant cannot now escape liability for the services 
rendered. This contention sets at naught his positive declaration 
in the letter of September 1, 1907, addressed to Mr. Miles, that “‘the 
contract for yearly salary was made for good-will of the business,” 
as well as his emphatic statement upon the witness stand that the 
services rendered were “not what I bring this suit for.” Whether 
his procrastination for a period of more than eight years in seeking 
redress is an additional reason why the judgment cannot stand need 
not now be determined. 

The judgment of the district court, under a contract uncertain 
in terms and indefinite in duration, imposes upon appellant an obli- 
gation to pay respondent $1,500 per annum until such time as Mr. 
Wylie should consent to his own discharge. The imposition of that 
burden upon appellant, we are satisfied after a careful review of the 
whole case, was as far from the contemplation of the parties at the 
time of the making of the contract as it is without the purview of the 
law upon the subject. 

The judgment and order are reversed, with directions to dis- 
miss the action. 

Reversed and remanded. 

Brantty, C. J., and Hottoway, Marruews, and Hurty, JJ., 
concur. 
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Quaker City CuocoLate & ConFrectTioNEery Co., INc., v. 
Curistine M. Kernan 


Commissioners of Patents 
October 26, 1920 


1. Trape-Marks—INTERFERENCE—NATURE OF THE PROCEEDING. 

In an interference proceeding the question of the validity of the 
opposer's registration is not in issue, the object of such proceeding be- 
ing to determine whether the opposer would be damaged by the regis- 
tration of the mark of the applicant. 

2. Trape-Marxs—Conruictinc Marxs—‘Quaker Mat” anno “QUAKER 

Cre.” 


The trade-marks “Quaker Maid” and “Quaker City,” both used for 
candy, are not so similar as to cause confusion; they differ in appear- 
ance and sound, and their meaning is dissimilar, the words “Quaker 
City” referring to the City of Philadelphia. 

Appeal from a decision of the examiner of interferences. Re- 
versed. 


Messrs. Howson & Howson, for Quaker City Chocolate & Con- 
fectionery Co., Inc. 
Mr. Joshua R. H. Potts, for Christine M. Kernan. 


R. F. Wuiteneap, C.: This is an appeal by the applicant 
Christine M. Kernan from a decision of the Examiner of Interfer- 
ences sustaining the opposition filed by the Quaker City Chocolate 
& Confectionery Co., Inc., holding that applicant is not entitled to 
the registration for which she had made application. 

The mark of the applicant consists of the words “Quaker 
Maid.” As shown in the specimens filed these words are written 
in script in connection with the word “Candies,” so that it appears 
on the top of the boxes as “Quaker Maid Candies.” 

The testimony shows that for a long time prior to applicant’s 
adoption of her mark, opposer had used as a trade-mark for candies 
the words “Quaker City,’ both alone and in connection with the 
picture of a man in Quaker costume. It appears that it obtained 
two registrations, one for the words “Quaker City,” under the ten- 
year clause of the trade-mark act, and the other for the representa- 
tion of a man in Quaker costume. 
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It is contended on behalf of the applicant that the only trade- 
mark use shown of the mark “Quaker Maid” or the word “Quaker” 
accompanied by the representation of a Quaker maid, other than that 
of the applicant, was made by Doniphan & Co., who obtained regis- 
tration for its mark, and that, as the record shows that the use of 
the mark was discontinued and abandoned by Doniphan & Co, in 
1914 or 1915, and the applicant was using the mark “Quaker Maid” 
at that time, her right thereto became fixed and exclusive. It is 
further contended that in view of the use by Doniphan & Co., if the 
marks of these parties are deceptively similar, then opposer’s regis- 
tration is invalid and should be canceled. 

The question of the validity of the opposer’s registration is 
obviously not in issue in this proceeding, which is one to determine 
whether in view of the actual use of its mark by opposer, which use 
was prior to that of the applicant, the opposer would be damaged by 
the registration of the mark to the applicant. 

The Examiner of Interferences in considering the question of 
similarity of the marks based his conclusion largely upon the 
theory that the word “Quaker” was the significant feature of both 
marks. It does not appear, however, that opposer ever used the 
word “Quaker” alone as a trade-mark, nor is it claimed that it has 
the exclusive right of the use of that word as a trade-mark. 

Where words are used as trade-marks, three features must be 
considered in determining the question of similarity: first, the ap- 
pearance of the marks; second, the sound of the words when spoken, 
and, third, their significance or meaning (Holt & Co. v. Kansas 
Milling & Export Co., 184 O. G. 286 [2 T. M. Rep. 475], and cases 
therein cited). 

In the present case the marks differ in appearance and sound 
and their significance is very different, since the words “Quaker 
City” refer to the City of Philadelphia. That they are so under- 
stood is indicated by the fact that, as shown by the record, there are 
many companies in Philadelphia having these words as part of their 
corporate names. There is no evidence that any confusion has oc- 
curred and in view of the differences above pointed out, it is not be- 
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lieved that the marks are so similar that confusion would be likely 
to occur. 


It must be held, therefore, that the opposition should have been 
dismissed. 


The decision of the Examiner of Interferences is reversed. 


a C 


GENERAL CuHemicaL Company v. OLiver-FiInNiE CoMPANy 
Commissioner of Patents 


November 9, 1920 


TravE-Marxs—Conriictinc Marxs—Ricut or Prior User 1n Dovusrrun 

Cases—“Rayzir.” 

Where the registration of “Rayzit” for baking powder was opposed 
because of the prior registration of “Ryzon” for the same article, it was 
held that since the question of the likelihood of confusion was doubtful 
it should be resolved in favor of the prior user. 


Messrs. Briesen & Schrenk for the General Chemical Company. 
Mr. Edward H. Merritt for the Oliver-Finnie Company. 


Wuitenuerap, C.: This is an appeal by the Oliver-Finnie Co. 
from a decision of the Examiner of Interferences sustaining an ap- 
position filed by the General Chemical Company and holding that 
the applicant is not entitled to the registration for which it has made 
application. 

The applicant’s mark consists of the word “Rayzit,” associated 
with the representation of a man lifting a dumb-bell, as applied to 
baking powder. The opposition is based on the ground of the prior 
use of the word ““Ryzon” as a trade-mark for baking powder. No 
testimony was taken on behalf of the applicant, who admits the prior 
use by the opposer and states that the only question is that of the 
similarity of the marks. There is no testimony of any actual con- 
fusion, but it appears that applicant’s mark has been used but a 
short time and the witnesses state that they have been unable to 
find any instance where these goods were on the market. 
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While the opposer’s mark would properly be pronounced 
“Rizon,” there is testimony to show that it is very often pronounced 
‘“Razon”’ and is very often so written. The marks are quite similar 
in appearance, and when opposer’s mark is pronounced as above 
stated they are alike in sound. In determining the question here 
raised the test is not whether the marks could be distinguished if put 
side by side, but whether a person familiar with opposer’s mark 
would be misled by applicant’s mark as to the origin of the goods. 

In the answer it is alleged that it was not uncommon for manu- 
facturers of baking powder to use trade-marks which have some 
relation to the word “‘raise’’ and that such marks have been regis- 
tered, as, for instance, “Raiser” and “Raisene,’ and it is argued 
that, as the idea was not original with opposer, applicant’s mark 
should not be held to be deceptively similar to opposer’s. 

The dates of these registrations were not given in the answer, 
nor any proofs taken to show that the marks are still in use. The 
witnesses called by the opposer testified that they have never heard 
of baking powder sold under either of these names. It is not 
thought, however, that such registrations would invalidate opposer's 
registration or in any way affect the question here involved. 

While there are certain differences between the two marks it 
is thought that the similarity is such that there would be a likelihood 
of confusion arising from their simultaneous use. If the question 
is a doubtful one, it is well settled that that doubt should be resolved 
in favor of the prior user, especially where it appears that there 
has been extensive use of the prior mark, as is the case here. 


The decision of the Examiner of Interferences is affirmed. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Consent 

Newton, C.: This is an appeal from the decision of the Ex- 
aminer of Trade-marks refusing to register ‘““Au-to” for swings and 
suspending hangers therefor, the refusal being based on the trade- 
mark of North Vernon Lumber Company, 105,446, showing the 
word ‘“‘Automote” for swings. At the hearing it was suggested to 
applicant that he might get the consent of the registrant, which he 
has filed in this case. In view of that consent, it is held that the 
word may be allowed. The decision of the Examiner refusing the 
same is over-ruled.' 


Descriptive Terms 


Newton, C.: This is an appeal from the decisions of the Ex- 
aminer of Trade-marks refusing to register “Tiny Weight” as a 
trade-mark for dress shields on the ground that it is descriptive, cit- 
ing Ex parte Hilker-Weichers Mfg. Co., 181 Ms. Dec. 484 [9 T. M. 
Rep. 433], holding “Tub Test” descriptive of piece goods; Ex parte 
Colgate & Co., 116 Ms. Dec. 81 [5 T. M. Rep. 118], holding “Rapid 
Shave” descriptive of razors; Ex parte Kenmore Wallboard Com- 
pany, 126 Ms. Dec. 34 [8 T. M. Rep. 276], holding “Black Bak” 
for wallboard descriptive, and Ex parte Buescher Band Instrument 
Company, 117 Ms. Dec. 1 [5 T. M. Rep. 370], holding “True- 
Tone” descriptive of musical instruments. 

Applicant admits in his argument that “many of the various 
qualities sought in this trade are lightness in weight, imperviousness 
to moisture, etc.,” but contends that “Tiny Weight” is not the usual 
way of expressing light weight. 

Tiny means “small” or “diminutive” ; light weight might be ex- 
pressed in several ways, e. g., “small weight,” “little weight,” “di- 
minutive weight,’ “tiny weight.” The public should be left free 
to choose its manner of stating that its dress shields possess the 
desirable quality of having little weight, and the Examiner was 
clearly right in refusing registration. 


*Ex parte, Au-to-Play Goods Company, 135 Ms. Dec. 185, June 15, 
1920. 
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There is no serious objection to registering the words “Tiny 
Weight” as shown in applicant’s drawing accompanied by other 
prominent features which are disclosed in applicant’s sample cards 
which have been filed with this application. 

Since the decision of the Supreme Court in the Estate of P. D. 
Beckwith, Inc. v. Commissioner of Patents, decided April 19, 1920, 
247 O. G. 613 [10 T. M. Rep. 255], I am inclined to hold that ap- 
plicant must show the other prominent features of its trade-mark 
“as used.” These features include a square having over it a scroll 
with the words thereon “Best Made” enclosing the words “Trade- 
mark. Brooklyn, U. S. Warranted.”” Under the bottom of the 
scroll are the words “Tiny Weight.’ This whole combination is 
applicant’s mark and should be shown in this drawing. This is the 
mark which applicant has used before the public and by such use 
it has under our law acquired a monopoly. 

The Supreme Court, in the decision cited, has approved the 
practice of requiring that descriptive words should be disclaimed ex- 
cept in the setting shown. Applicant should not be allowed to 
register only the words “Tiny Weight,” which its labels do not show 
it ever used alone. The practice of registering mutilated marks, 
leaving off features just as prominent as those presented for regis- 
tration, results in endless confusion and leads to erratic results. It 
is not held that the use by others of the words “Tiny Weight” alone 
would not infringe applicant’s mark, but the Office has nothing 
to do with the infringement of marks. It should be left to the 
courts to decide what would infringe applicant’s mark. As to 
trade-marks, this Office only has authority to act as a registration 
bureau. Registration under our statute means to put on record 
what applicants have actually used in interstate and international 
commerce, and if it is so recognized by applicants and practitioners, 
our trade-mark practice would be immensely simplified. The Office 
should insist on recognition of these elementary principles, and the 
Examiner in the present case may allow applicant to present for 
registration its real mark as shown on its labels. 
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The decision of the Examiner refusing the mark in its present 
condition is affirmed.” 


Interference 


Newton, C.: Interference proceedings with reference to 
“Camouflage Beer” as a mark for “near beer.” In July, 1918, 
Maier had been compelled to desist from his use of the mark upon 
a beverage, because it contained too much alcohol. A judgment of 
priority in favor of Maier was vacated and the case returned to the 
Examiner of Interferences to take testimony to determine whether 
the Government yet permitted Maier to use the mark, and to take 
such further action as might be advised. If Maier is permanently 
stopped, Shaw may use the mark.* 

WuiteneapD, A. C.: Registration was granted to a junior 
party while the application of the senior party was pending. The 
senior party requested an interference. The Examiner held that 
registration furnished prima facie evidence of right and the senior 
party must therefore establish priority. The case was set down for 
hearing on the question of the similarity of goods. If the goods 
are not similar, the interference should be dissolved.* 

NewrTon, C.: Interference proceedings have been brought 
with reference to trade-marks registered for beverages. The Blue 
Seal Supply Co.’s mark consists of the word ‘“Ron-Bre” with the 
picture of a bear, used upon a carbonated tonic beverage and a 
non-alcoholic beverage. The mark of the Bear Lithia Springs Co. 
is “Bear,” used for still and sparkling table waters and other non- 
alcoholic beverages and soft drinks. The Bear Lithia Springs Co. 
consents to the use of its mark by the Blue Seal Supply Co., and 
the interference is dissolved.” 


? Ex parte, Brooklyn Shield & Rubber Co., 135 Ms. Dec. 183, June 14, 
1920. 

3 Alex. D. Shaw & Co. v. Wm. D. Maier, 183 Ms. Dec. 109, Nov. 26, 1919. 

*Sea Island Cotton Oil Co. v. Lennon, 133 Ms. Dec. 139, Dec. 6, 1919. 

° Bear Lithia Springs Co. v. Blue Seal Supply Co., 134 Ms. Dec. 385, 
May 3, 1920. 
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Names 


WuitenHeEap, A. C.: Petition is made to rehear appeal from a 
decision rejecting “Peggy Paige’ as a trade-mark for dresses, etc. 
The ground for the rejection was that “Peggy Paige” is a mere 
proper name; whether it is fanciful or not was said to be immaterial 
(Commissioner of Patents, March 26, 1918 [8 T. M. Rep. 280]). 
The subsequent registration of “Peggy Paige” to another is no 
reason for granting a rehearing. The applicants hold the name out 
as that of an individual in their advertisement referring to “dresses 
fashioned by Peggy Paige,’”® 

Newton, C.: The name of the applicant incorporated with a 
wreath is registrable as a trade-mark applied to corsets, it being 
not merely the name of the applicant.’ 

Wuirteneap, A. C.: Application is made to register “Solvay” 
as a trade-mark for soda ash under the ten-year clause. It is ob- 
jected that the name is that of a well-known process invented by 
Ernest Solvay and used for many years. This process is more 
commonly known as the “ammonia-soda” process. Others use the 
process, but the applicant is the only one who applies to the product 
the name sought to be registered. Registration granted.* 

Newton, C.: “Hoke” with the “ok” enlarged, as a trade-mark 
for dimension gauges and attachments, held to be a mere surname 
and not sufficiently distinctive (applicant cites No. 106,920, “yOrK”’ 
Co.).° 


Natural Expansion of Business 


Newton, C.: Application is made to register “Carnation” for 
milk chocolate. The word has been previously registered for 
chocolate candy (No. 40,098) and for candy of all kinds and choco- 
late (No. 75,751). Prior to these registrations the applicant reg- 
istered it for “chocolate with milk’ and other products. Milk 
chocolate comes within the natural expansion of applicant’s busi- 

* Ex parte, Lipson & Adelson, 133 Ms. Dec. 46, Nov. 17, 1919. 

‘Ex parte, Ivy Corset Co., 183 Ms. Dec. 89, Nov. 24, 1919. 


* Ex parte, Solvay Process Co., 183 Ms. Dec. 14, Nov. 11, 1919. 
* Ex parte, Pratt & Whitney Co., 134 Ms. Dec. 304, Apr. 22, 1920. 
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ness. It is not necessary to pass upon the question of whether 
milk chocolate and chocolate candy are goods of the same descriptive 
properties. However, the processes of making these are different; 
different machinery is used in the manufacture; and they are not 
handled by the same dealers.’° 


Opposition Proceedings 


Newton, C.: Application is made to register “Liberty” as a 
trade-mark for salad oil. Aspegren & Co. and Wise & Co. took no 
testimony, hence they have no standing. Lekas & Drivas are held 
to have been the prior users of the mark."? 

NewTon, C.: A notice of opposition was in time when filed in 
thirty days from the date of the actual publication of the Official 
Gazette regardless of the date which the issue bears.’* 


Renewal 


Newton, C.: The application for renewal of trade-mark reg- 


istration No. 16,788 was received May 7, 1920, which was more than 
nine months after the expiration of the mark, and the request for 
renewal cannot, therefore, be granted. No reason is seen, however, 
why applicant should not re-register this mark in the usual way 
for the regular fee, and the $10 paid on the application for renewal 
may be applied to the new registration.** 


” Ex parte, Carnation Milk Co., 134 Ms. Dec. 340, Apr. 27, 1920. 


™ Touris & Touris v. Aspegren Co. v. Lekas & Drivas v. Wise & Co., 133 
Ms. Dec. 163, Dec. 10, 1919. 


2 W. Thum Co. v. Hofstra Mfg. Co., 134 Ms. Dec. 442, May 11, 1920. 
‘Ss Ex parte, Gebruder Avenarius, 135 Ms. Dec. 24, May 22, 1920. 
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